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DETAILED ACTION 

Claims 17-37 are pending in this application filed 8/3/06, which is a 371 of 
PCT/EP04/02495 filed 3/11/04, which claims priority to German application 103-12- 
352.0 filed 03/20/03. 

Claim Rejections - 35 USC§ 112 

1. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claim 32 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

3. Claim 32 recites the limitation "The cosmetic composition..." in line 1. There is 
insufficient antecedent basis for this limitation in the claim. The claims should read: "A 
cosmetic composition..." 

Claim Rejections - 35 USC§ 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 17, 22-25, 31 and 33 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Culpon, Jr. (US 5,156,759). 
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Culpon, Jr. teaches mineral oil replacement compositions consisting of 
polyalfaolefin oils such as an oligomer of 1-decene, and an ester oil such as dibutyl 
adipate. See col. 2, lines 9-62; col. 4, lines 49-68; col. 5. The ester oil comprises 5-20% 
of the composition. See Claim 2. The polyalfaolefin oils have a kinematic viscosity of 4- 
10 cSt at 100° C. See Claim 1. 

Thus, Culpon, Jr. teaches each and every limitation of Claims 17, 22-25, 31 and 

33. 

6. Claims 17-20, 22, 24, 26, 27, 29-33, 35, 36 and 37 are rejected under 35 
U.S.C. 102(b) as being anticipated by Gordon (US 4,534,963). 

Gordon teaches cosmetic compositions comprising polyolefins such as dodecene- 
1 and fatty esters such as octyl palmitate, isopropyl palmitate, isopropyl myristate and 
others, in the claimed amounts and proportions. See col. 4, lines 29-47; col. 5, lines 35- 
49; Examples. The compositions may contain additional emollients such as triglycerides. 
See col. 5, lines 49-68. The compositions of Gordon do not contain mineral oil. See 
Examples. 

Thus, Gordon teaches each and every limitation of Claims 17-20, 22, 24, 26, 27, 
29-33, 35, 36 and 37. 

Claim Rejections - 35 (JSC § 103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented 
and the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 23 and 34 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gordon (US 4,534,963). 

Gordon applied as above. The reference does not explicitly teach the claimed 
kinematic viscosity of the polyalfaolefin. However, determination of optimal or workable 
viscosity of the oils by routine experimentation is obvious absent showing of criticality of 
the claimed parameter. One having ordinary skill in the art would have been motivated 
to do this to obtain the desired rheological properties of the composition. 

9. Claims 21 and 28 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gordon (US 4,534,963) in view of Biatry et al. (US 2003/0125378). 

Gordon applied as above. Gordon does not teach the hydrogenated polyalfaolefin 
of Claim 21 or the Guerbet alcohols of Claim 28 as additional emollients. However, 
Biatry et al. teach using hydrogenated polyalfaolefins for the same purpose as non- 
hydrogenated polyalfaolefins in cosmetic compositions. See [0042]. Therefore, it would 
have been prima facie obvious to one having ordinary skill in the art at the time the 
invention was made to modify the compositions of Gordon such that to use 
hydrogenated polyalfaolefin oil instead of non-hydrogenated polyalfaolefin oil. One 
having ordinary skill in the art would have a reasonable expectation of obtaining the 
same cosmetic effect as set forth in the Gordon reference because these oils are used 
interchangeably for the same art-recognized purpose as suggested by Biatry et al. 
Selection of a known material based on its suitability for its intended use is obvious 
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absent a clear showing of unexpected results attributable to the applicant's specific 
selection. See e.g., In re Leshin, 227 F.2d 197, 125 USPQ 416 (CCPA 1960). With 
respect to Claim 28, Biatry et al. teach using fatty alcohols such as octyldodecanol, in 
cosmetic compositions for their art-recognized purpose. See [0037], [0043]. Therefore, 
it would have been prima facie obvious to one having ordinary skill in the art at the 
time the invention was made to modify the compositions of Gordon such that to use 
fatty alcohols such as octyldodecanol, of Biatry et al. with a reasonable expectation of 
obtaining the desired emollient effect and/or consistency of the composition. 

Conclusion 
10. No claims are allowed at this time. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Marina Lamm whose telephone number is (571) 272- 
0618. The examiner can normally be reached on Mon-Fri from 11am to 7pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreenivasan Padmanabhan, can be reached at (571) 272-0629. 

The fax phone number for the organization where this application or proceeding 
is assigned is (571) 273-8300. Information regarding the status of an application may 
be obtained from the Patent Application Information Retrieval (PAIR) system. Status 
information for published applications may be obtained from either Private PAIR or 
Public PAIR. Status information for unpublished applications is available through Private 
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PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, 
contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




